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IX. 



CONCLUSION 



(1 ) The claims are definite for the purpose to which they are presented and 
therefore the rejection under 35 U.S.C. § 1 12 should be reversed. 

(2) The rejection of Claims 38-44 should be reversed because the four 
references taken as a whole fail to make the claims obvious within the meaning of 
35 U.S.C. § 103(a). 

Kindly deduct the $250.00 Appeal Fee from Deposit Account No. 12-0551 
in the name of Larson & Larson, P.A. 
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In the final office action dated October 31 , 2006, the Examiner sets forth 
two grounds for rejection. 

First, the Examiner rejects Claims 38-44 under 35 U.S.C. § 1 12 as being 

indefinite. 

Secondly, the Examiner rejects Claims 38-44 under 35 U.S.C. § 103(a) as 
being unpatentable over Shaw et al. (U.S. Patent 4,650,484) in view of Stanley et al. 
(U.S. Patent 4,885,173), Fung et al. (U.S. Patent 5,278,192) and Ragauskas et al. 
(U.S. 5,388,583). 

IV. STATUS OF AMENDMENTS 

There were no amendments filed after the final rejection dated October 31 , 

2006. 

V. SUMMARY OF THE INVENTION 

The invention of Claim 38 is a titration system for treating a disease caused 
by insufficient cerebral perfusion. The system employs a flow measuring device to 
test for cerebral vasospasms (page 4, lines 17-19), a dosage device that administers 
a vasospasm reducing dosage of a particular medicine with the dosage device being 
adjustable over time to titrate the dosage either upwards or downwards or substitute 
another medicine to minimize severity of the vasospasm (page 7, lines 26-31). 

The invention of Claim 39, incorporating all of the limitations of Claim 38, 
identifies the flow measuring device comprising transcranial Doppler measuring 
means (page 3, lines 2-4 and Fig. 1). 

The invention of Claim 40, incorporating all of the limitations of Claim 38, 
adding the feature that the dosage device comprises a means for delivering a 
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vasodilator selected from the group comprising Nitroglycerin in pill, patch, ointment, 
cream, inhaler, spray and other forms (page 3, lines 28-95; page 5, lines 2-4). The 
Nitroglycerin equivalents and substitutes, comprising p.o. clonidine, isradipine, 
hydrazine, nifedipine and/or other medicines (page 5, lines 5-6) selected from the 
empirical group of medications which have the common characteristics of causing 
smooth muscle relaxation and/or which systematically reduce pulmonary capillary 
wedge pressure and combinations of the foregoing (page 7, lines 11-15). 

The invention of Claim 41, incorporating all of the limitations of Claim 38, 
adding the feature of a low measuring device comprising transcranial Doppler 
measuring means (page 3, lines 2-4) and the dosage device comprises transdermal, 
inhaler, spray and other forms of vasodilators selected from the group consisting of 
Nitroglycerine equivalents and substitutes, p.o. clonodine, isradipine, hydrazine, 
nifedipine and/or other medicines selected from the empirical group of medications 
which have the common characteristics of causing smooth muscle relaxation and 
which systematically reduce pulmonary capillary wedge pressure and combinations 
of the foregoing (page 5, lines 5-6 and page 7, lines 1 1 -1 5). 

The invention of Claim 42, incorporating all of the limitations of Claim 41, 
adding the feature that the delivery device comprises means for delivering a 
vasodilator selected from the group comprising Nitroglycerin in pill, patch, ointment or 
cream form (page 5, lines 2-4). 

The invention of Claim 43, incorporating all of the limitations of Claim 46 [sic 
41] adds the feature that the delivery system is adapted for transdermal delivery 
(page 8, line 24). 
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The invention of Claim 44, incorporating all of the limitations of Claim 38, adds 
the feature that the delivery system is adapted for the adjustment of the dosage 
device over time within the range of about 0.02 to 20 milligrams per day 
(Nitroglycerin equivalent) of vasodilator (page 7, lines 21-23). 

VI. ISSUE FOR APPEAL 

(1) Whether Claims 38-44 are indefinite within the meaning of 35 U.S.C. § 

112. 

(2) Whether Claims 38-44 are obvious within the meaning of 35 U.S.C. § 
103(a) over Shaw et al. (U.S. Patent 4,650,484) in view of Stanley et al. (U.S. Patent 
4,885,173, Fung et al. (U.S. Patent 5,278,192 and Ragauskas et al. (U.S. Patent 
5,388,583). 

VII. GROUPING OF CLAIMS 

Since Claims 39-44 are dependent from independent Claim 38; if Claim 38 is 
allowable then all seven Claims 38-44 are allowable. Since Claims 42 and 43 are 
dependent on Claim 41 ; if Claim 41 is allowable, then all three Claims 41-43 are 
allowable. 

As stated above, Claim 38 is independent and Claim 39 is dependent on 
Claim 1. However, Claim 39 stands alone and would be patentable, as discussed in 
Arguments set forth below, even if Claim 38 is found unpatentable. Claim 40 is 
dependent on Claim 38. However, Claim 40 also stands alone and would be 
patentable, as discussed in the Arguments set forth below, even if Claim 38 is found 
unpatentable. Claim 41 is dependent on Claim 38. However, Claim 41 stands alone 
and would be patentable, as discussed in the Arguments set forth below, even if 
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Claim 38 is found unpatentable. Claim 42 is dependent on Claim 41 . However, Claim 
42 also stands alone and would be patentable, as discussed in Arguments set forth 
below, even if Claim 41 is found unpatentable. Claim 43 is dependent on Claim 41 . 
However, Claim 43 stands alone and would be patentable, as discussed in the 
Arguments set forth below, even if Claim 41 is found unpatentable. Claim 44 is 
dependent on Claim 38. However, Claim 44 also stands alone and would be 
patentable, as discussed in the Arguments set forth below, even if Claim 38 is found 
unpatentable. 

VIII. ARGUMENT 

The Examiner has rejected Claims 38-44 under 35 U.S.C. § 1 12, second 
paragraph as being indefinite. All of Claims 38-44 are directed to a titration system 
for diagnosing and treating a disease. One element in the system is a flow 
measuring device to test for cerebral vasospasms. A second is a dosage device 
which administers a vasospasm reducing dosage. The dosage device is adjustable 
over time to titrate the dosage in response to testing to increase, decrease or 
substitute another medicine. The Examiner is correct that a decision has to be made 
by a practitioner as whether to increase, decrease or substitute another medicine. 
The fact is that the system provides for the capability for the practitioner to make that 
decision. Applicant is not claiming the input of a specific practitioner, but is claiming a 
system which is adapted to receive such input. As such it is not believed that Claims 
38-44 are indefinite. 

The Examiner further rejected Claims 38-44 under 35 U.S.C. § 103. This 
rejection includes four references Shaw et al., Stanley et al., Fung at et. and 
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Ragauskas et al. Shaw et al. describes a method for treating ischemic conditions by 
administering a vasodilator to a patient continuously without intermediate testing at a 
rate of from 10 micrograms to 400 micrograms per hour. There is no suggestion that 
the dosage is adjusted over time to titrate the dosage to minimize severity of a 
vasospasm. 

Stanley et al. describes a sustained lollipop delivery vehicle for cardiovascular 
or renal vascular activities. Stanley et al. is not directed to cerebral vasospasms and 
does not suggest that the dosage can be adjustable over time in response to titration 
testing. 

Fung et al. is directed to a treatment for congestive heart failure and is not 
concerned with cerebral vasospasms. Furthermore, Fung et al. only increases 
dosages until angina is effectively controlled. There is no suggestion that dosages 
are adjusted to minimize occurrence and severity of a vasospasm. 

Ragauskas et al. suggests the possibility of evaluating cerebral vasospasm 
using ultrasonic pulses within the intracranial medium. 

Taking Shaw et al, Stanley et al., Fung et al. and Ragauskas et al. together 
and considering them as a whole, they describe treating ischemic conditions by 
administering a vasodilator over sustained periods of time with increasing dosage 
and evaluating cerebral vasospasms with ultrasonic pulses. In contrast, applicant's 
invention of independent Claim 38 is directed to a titration system for treating a 
disease caused by insufficient cerebral profusion; the system employing: (1) a flow 
measuring device to test for cerebral vasospasms, (2) a dosage device which 
administers a vasospasm reducing dosage of a particular medicine and (3) the 
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dosage device being adjustable over time to titrate the dosage either upwards or 
downwards or substitute another medicine to minimize severity of the vasospasm. 
Applicant's treatment relies on the adjustable dosage based on titration of the 
dosage and changes made as necessary. The prior art in combination does not 
describe such an invention. 

In addition, it is noted that the Examiner has picked and chosen portions of 
four references in order to attempt to support an argument that applicant's Claim 38 
is obvious. In fact the four references as a whole do not teach applicant's titration 
system. Nevertheless, the Court of Appeals for the Federal Circuit has stated, "it is 
impossible to use the claimed invention as an instruction manual or template to piece 
together the teaching of the prior art so that the claimed invention is rendered 
obvious. This Court has previously stated that one cannot use hind sight 
reconstruction to pick and chose among isolated disclosures in a prior art to 
deprecate the claimed invention." See in re Fritch 23 USPQ 2 nd 1780, 1784 (Fed. 
Cir. 1992). See also, Ruiz v A.B. Chance Co. 69 USPQ 2 nd 1686 (Fed. Cir. 2004). 

Of the references cited, only Shaw et al. and Ragauskas et al. even relate to 
vasospasms. These references together do not teach applicants invention of Claim 
38. The other references are not even concerned with cerebral vasospasms and 
should not be used in an obviousness rejection. 

Taking all four references cited together as a whole and considering them as 
a whole they do not teach applicant's invention of Claim 38 and do not make such 
claim obvious within the meaning of U.S.C. § 103(a). Therefore, the rejection of 
Claim 38 should be overruled. 
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With respect to Claim 39, the four references as a whole do not teach a 
titration system as set forth in Claim 38 wherein the flow measuring device is a 
transcranial Doppler measuring means. 

With respect to Claim 40, the four references as a whole do not teach a 
titration system as set forth in Claim 38 wherein the dosage device is a means for 
delivering a vasodilator selected from the group of a nitroglycerin in pill, patch, 
ointment, cream, inhaler and spray form, cloriidine, isradipine, hydrazine, nifedipine. 

With respect to Claim 41 , the four references as a whole do not teach a 
titration system as set forth in Claim 38 wherein the flow measuring device is a 
transcranial Doppler measuring means and the dosage device is a transdermal, 
inhaler, spray form of vasodilator selected from the group consisting nitroglycerin, 
clonidine, isradipine, hydrazine and nifedipine. 

With respect to Claim 42, the four references as a whole do not teach a 
titration system as set forth in Claim 41 wherein the delivery device is a means for 
delivering a nitroglycerin vasodilator in pill, patch, ointment or cream form. 

With respect to Claim 43, the four references as a whole do not teach a 
titration system as set forth in Claim 41 wherein the delivery system is adapted for 
transdermal delivery. 

With respect to Claim 44, the four references as a whole do not teach a 
titration system as set forth in Claim 38 wherein the delivery system adjusts the 
dosage device within the range of 0.02 to 20 milligrams per day of a vasodilator. 

If follows that the rejection of Claims 39-44, like Claim 38, should be 
overruled. 
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AMENDMENTS 

Claims 1 - 37 Cancelled. 

3 8 . (Currently Amended) A titration system for diagnosing and treating a disease 
caused at least partially by insufficient cerebral perfusion, comprising in combination: a 
flow measuring device to test for cerebral vasospasm, a dosage device which 
aclministers a vasospasm-reducing dosage of a medicine selected from the empirical 
group of medications which have the common characteristic of causing smooth muscle 
relaxation and/or which reduce pulmonary capillary wedge pressure, and said dosage 
device being adjustable over time to titrate said dosage in response to said testing to 
increase, decrease or substitute another medicine to minimize occurrence and severity 



of said vasospasm. 

39. (Previously Added) A system according to Claim 38 wherein the flow 
measuring device comprises transcranial Doppler measuring means. 

40. (Previously Added) A system according to Claim 38 wherein the dosage device 
comprises means for delivering a vasodilator selected from the group comprising 
Nitroglycerin in pill, patch, ointment, cream, inhaler, spray and other forms, 
Nitroglycerin equivalents and substitutes, comprising p. o. clonidine, isradipine, 
hydrazine, nifedipine, and/or other medicines selected from the empirical group of 
medications which have the common characteristic of causing smooth muscle 
relaxation and/or which systemically reduce pulmonary capillary wedge pressure, and 
combinations of the foregoing. 

41 . (Previously Added) A system according to Claim 38 wherein the flow 
measuring device comprises transcranial doppler measuring means and the dosage 



device comprises transdermal, inhaler, spray and other forms of vasodilator selected 
from the group consisting of Nitroglycerin, Nitroglycerin equivalents and substitutes, 
p.o. clonidine, isradipine, hydrazine, nifedipine, and/or medicines selected from the 
empirical group of medications which have the common characteristic of causing 
smooth muscle relaxation and/or which systemically reduce pulmonary capillary wedge 
pressure, and combinations of the foregoing. 

42. (Previously Added) A system according to Claim 41 wherein the delivery 
device comprises means for delivering a vasodilator selected from the group 
comprising Nitroglycerin in pill, patch, ointment or cream form. 

43. (Previously Added) A system according to Claim 46 wherein the delivery 
system is adapted for transdermal delivery. 

44. (Previously Added) A system according to Claim 38 wherein the delivery 
system is adapted for the adjusting of the dosage device over time within the range of 
about 0.02 to 20 milligrams per day (Nitroglycerin equivalent) of vasodilator. 
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the subject matter of independent claims 1, 
.13, 24, and 29 obvious to one of ordinary skill 

. in the art. Fritch does not appeal the Board's 

^disposition as to claims 27 and 28, and at oral 
argument withdrew the appeal as to claim 8. 

•The claims remaining in this appeal are 1-7 

,9-24, 29 and 30. 

The Fritch Invention 

The invention claimed by Fritch involves a 
landscape edging device which includes a 
planar base portion and an upwardly extend- 
ing, retainer portion. The base portion is 
elongate, thin, flexible and has a planar 
bottom surface conformable to a varying 
slope ground surface. One longitudinal edge 
of the base portion serves as a mowing strip 
and the other serves as a retaining flange for 
landscape fill. The upwardly extending re- 
tainer portion is integrally connected (e.g., 
fused) to the base portion and defines a 
longitudinally extending enclosed space. The 
Fritch invention is intended to be used as a 
retainer for landscape fill in order to sepa- 
rate unmowable landscape fill from the 
mowable lawn. It may also be used to secure 
a landscaping sheet to the ground, or to 
function as guards at the base of a fence. 
Independent claims 1 and 13 on appeal are 
representative of the subject matter claimed: 
1. A landscape edging strip formed in its 
entirety of a thin gauge, flexible material 
and conformable to a ground surface of 
varying slope, comprising a continuous 
elongate, thin gauge, flexible base portion 
having a planar bottom surface conform- 
able to said varying slope ground surface; 
a thin gauge, elongate retainer portion 
integral with said base portion and extend- 
ing upwardly therefrom and transversely 
thereover to overlie a portion of said base 
portion; all of said retainer portion defin- 
ing a longitudinally extending enclosed 
space; said retainer portion being integral- 
; ly connected to said base portion adjacent 
; one longitudinal edge of said base portion 
■ to define a mowing strip adjacent the 
other longitudinal edge of said base 
portion. 

***** 

■:■ 13. A landscape edging strip formed in its 
entirety from thin gauge, flexible material 
and conformable to a ground surface of 
varying slope, comprising a continuous 
elongate, thin gauge, flexible base portion 
having a planar bottom surface conform- 
able to said varying slope ground surface; 
a thin gauge, elongate retainer portion 



integral with said base port ion and ex- 
tending upwardly therefrom and trans- 
versely thereover to overlie a portion of 
"said base portion; all of said retainer por- 
tion defining a longitudinally extending 
enclosed space; said retainer portion being 

„ integrally connected to said base portion 
at a transverse location between. the longi- 
tudinal edges of said base portion, thereby 

...defining a longitudinally extending retain- 
ing flange on one side of said -retainer 
portion and a mowing strip on the other 
side of said retainer portion. 

***** 

The critical language in Fritch 's independ- 
ent claims is that the device is to be, in its 
entirety, both flexible and "conformable to a 
ground surface of varying slope". These limi- 
tations, although located in the claims' pre- 
ambles, "are necessary to give meaning to 
the claimfs] and. properly define the inven- 
tion*'. 2 Figure 1 from Fritch's drawings is 
reproduced below: 




The Prior Art 
a. The Wilson Patent 

; ; The Wilson, patent relied upon by the 
Examiner and the Board is entitled "Grass 
Edging and Watering Device". 3 The em- 
bodiment of the Wilson device includes a 
substantially flat mowing strip extending 
horizontally from a longitudinally extending 
body portion. Opposite the mowing strip is a 
scored flange which may be broken ofTwhen 
not needed or wanted. Between the mowing 
strip and the flange,"and extending vertically 
from. the body portion is an anchoring leg. 
Located above the anchoring leg is the body 
portion which contains a water conduit and 
sprinkler head assembly. The device is in- 
tended to be used adjacent to the borders of 
walks and plant beds. Figures 1 and 4. from 
Wilson's drawings are reproduced below: 



: Perkin Elmer Corp. v. Computer-vision 

Corp., 732 F.2d 888, 896, 221 USPQ 669, 675 
(Fed. Cir. 1984). 

3 U.S. Patent No, 3,485,449. 
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Standard of Review 

[1] "[QJbviousness is a question of law to 
be : determined from the facts." 5 The obvi- 
ousness determination "is based upon under- 
lying factual inquiries concerning the 
claimed invention and the prior art" which 
are reviewed for. clear error. 6 However, it is 
the ultimate conclusion of obviousness which 
the Federal Circuit reviews as a matter of 
law. 1 



- b. The Hendrix Patent 

The Hendrix patent is entitled "Loose 
Material Retainer Strip"/ The Solicitor 
chose not to discuss the Hendrix reference in 
his brief, stating that the Board had deemed 
Hendrix unnecessary to its decision. The 
Solicitor overstates the Boards position. The 
Board based its decision upon "a collective 
evaluation of the Wilson and Hendrix pat- 
ents". We include Hendrix in our discussion 
because it did play a role in the rejection of 
Fritch's independent claims. 

The Hendrix device is composed of elon- 
gated, flexible strips having substantially 
C-shaped cross-section. The bottom lip of the 
device is to be wider than the top lip in order 
to facilitate fastening the device to the 
ground. The device will fit most gentle con- 
tours, and the top lip will yield laterally to 
build-up of gravel until the gravel can be 
redistributed. The concave portion of the 
strip is installed such that it faces the materi- 
al to be retained in place. Hendrix contem- 
plates that the retainer will be used in retain- 
ing gravel in driveways, lining flower beds, or 
on the shoulders of asphalt or concrete high- 
ways. Figure 1 of Hendrix's drawings is 
reproduced below: 




. Teachings of Wilson 

Fritch takes exception to the Examiner's 
findings of fact related to the teachings of 
the Wilson patent. The Examiner's rejection 
and the Board's opinion rely heavily on the 
use of Wilson in view of other references to 
declare the Fritch invention obvious. The 
Board states that it agrees with the Examin- 
er's finding of fact regarding the teachings of 
Wilson. In the Examiner's answer, which the 
Board quotes, the Wilson device is described 
as follows: 

. Wilson discloses a landscaping edging 
strip comprising a relatively thin gauge, 
elongated flexible base portion including a 

- mower strip B having a planar bottom 
surface conformable to a varying slope 

: surface. 

The Board states that the W 7 ilson reference 
presents "substantial evidence that Wilson is 
both thin and flexible." The Board regards 
the Wilson device as teaching that it is flexi- 
ble and conformable in its entirety. This 
finding demonstrates clear error. 

[2] It is well settled that a prior art refer- 
ence is relevant for all that it teaches to those 
of ordinary skill in the art. 8 The base por- 
tion of Wilson is not planar in its entirety, as 
the Board's opinion suggests, but also in- 
cludes a prominent anchoring leg to secure 
the device to the ground. The anchoring leg, 
which runs the length of the Wilson device, 
would inhibit longitudinal flexibility of the 
Wilson device. Indeed, Wilson expressly con- 
templates flexibility and con form ability only 
in the mower strip, Wilson states that its 
mower strip may be lifted in order to pack 
..dirt thereunder for the purpose of securing 
the device to the ground. Fritch, on the other 
hand, is claimed to be flexible in its entirety. 



'In re De Blauwe, 736 F.2d 699, 703, 222 
USPQ 191,1 95 (Fed. Cir. 1984). 

In re Kulling, 897 F.2d 1147, 1149, 14 
USPQ2d 1056, 1057 (Fed. Cir. 1990). 

x In re De. Blauwe, 736 F.2d at 703, 222 
USPQ at 195. 

' 1 Beckman Instruments Inc. v. LKB Pro- 
ducer AB y 892 F.2d 1547, 1551, 13 USPQ2d 
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The Board's holding that Wilson is flexible 
in its entirety is based upon a misapprehen- 
sion of the scope of Wilson's teachings. 

-Second, Wilson's anchoring leg prohibits 
conformability to the ground surface in the 
manner claimed by Fritch. The Examiner's 
description of Wilson as having a "planar 
bpttom surface conformable to a varying 
' slope surface" is applicable only in reference 
to the mower strip. This description, how- 
ever, ignores the anchor leg and the fact that 
it must be placed into the ground. Wilson 
expressly teaches that the anchoring leg may 
be pushed into soft soils, but in harder ter- 
rain a trench is needed in order to place the 
Wilson sprinkler system. In order to install 
the Wilson apparatus, the ground surface 
must be altered to conform to the device 
rather than, as the Solicitor contends, that 
Wilson is freely conformable to the ground. 
Fritch, on the other hand, does not require 
such extensive alteration of the ground sur- 
face in order to install the device. 

Prima Facie Obviousness 

In proceedings before the Patent and 
Trademark Office, the Examiner bears the 
burden of establishing a prima facie case of 
obviousness based upon the prior art. 9 
"[The Examiner] can satisfy this burden 
only by showing some objective teaching in 
the prior art or that knowledge generally 
available to one of ordinary skill in the art 
would lead that individual to combine the 
relevant teachings of the references." 10 The 
patent applicant may then attack the Exam- 
iner's prima facie determination as improp- 
erly made out, or the applicant may present 
objective evidence tending to support a con- 

■ elusion of nonobviousness." " 

Fritch has attacked the Board's rinding 

* that the Examiner established that Fritch's 
claimed invention was prima facie obvious in 
view of the teachings of the prior art. The 
Board states that "a collective evaluation of 
the Wilson and the Hendrix patents would 
have rendered the subject matter of inde- 
pendent claims 1,13, 24, and 29 obvious to 
one of ordinary skill." Fritch maintains that 
there is no teaching, suggestion, or incentive . 
in the prior art to modify or to combine the 



teachings of the prior art in the manner 
suggested by the Examiner. We agree. 

[3] Wilson teaches a grass edging and wa- 
tering device which includes an anchoring 
leg for securing the device to the ground. 
Wilson contemplates that a trench will need 
to be dug in order to allow tEeianchoring leg 
to be placed into the ground if the condition 
of the soil requires it. This anchoring leg 
prohibits flexibility and conformability over 
the length of Wilson. Any flexibility or con- 
formability in Wilson, which the Board 
states extends to the entire device, is limited 
to the mower strip. It is only the mower strip 
that is mentioned as being flexible in order to 
aid installation. Hendrix has been cited for 
its teaching of a flexible retainer strip that is 
able to conform to the ground surface. 

Wilson addresses the problems of arrest- 
ing growth of grass between areas and water- 
ing plants without wetting sidewalks. Wilson 
lacks any suggestion or incentive to use its 
water conduit as a landscape retainer since 
this would arguably result in clogged sprin- 
kler heads. 12 Wilson also teaches that its 
mower strip is flexible in order to allow dirt 
to be packed thereunder. There is no sugges- 
tion in Wilson to extend that flexibility to the 
entire device. Wilson also lacks any teaching 
or suggestion that one should remove the 
anchoring leg. Hendrix does not, simply by 
virtue of its flexible nature, suggest these 
extensive changes which the Board states are 
obvious. Neither Wilson nor Hendrix, alone 
or in combination, provide any incentive to. 
combine the teachings of the prior art in the 
manner maintained by the Board. 

[4) "Obviousness cannot be established bv 
combining the te achings nf the. prirn-. ?r t to 
produce the claimed invention, absent some, 
teaching or suggestion sup porting the com jbi.-'' 
nation. Under section TOT, teac hin~£?^Trf- 
terences can be combine d^nw/jjJJ l^hprp is 
some suggestion or incentive tp do so." 13 
Although couched in terms of combining 
teachings found in the prior art, the same 
inquiry must be carried out in the context of 
a purported obvious "modification" of the 
prior art. T he mere fact that the prior art 
may be modified in the m anjiex^ii^esteiLb.v 
_tne Examiner does n ot mal^ e the mnH ifi^ 
Tion obvious unless the prior art suggested 



' In re Piasecki, 745 F.2d 1468, 1471-72 223 
USPQ 785, 787-88 (Fed. Cir, 1984). 

10 In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 
1596, 1598 (Fed. Cir. 1988) (citing In re Lain, 
747 ^703, 705, 223 USPQ 1257, 1258 (Fed. 

11 In re Heidi, 433 F.2d 808, 81 1, 167 USPQ 
676.678 (CCPA 1970V V 



11 This court has previously found a proposed 
modification inappropriate for an obviousness in- 
quiry when the modification rendered the prior 
art reference inoperable for its intended purpose. 
In re Gordon, 733 F.2d 900, 902, 221 USPQ 
1125, 1127 (Fed. Cir. 1984). 

"ACS Hosp. Systems. Inc. v. Montefiore 
Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 
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the desirability of the modification . 14 Wilson 
and Hendrix fail to suggest any motivation 
for, or desirability of, the changes espoused 
by the Examiner and endorsed by the Board. 
- Here, the Examiner relied upon hindsi ght 
tcrarnve at tne determination of obviousnes s. 

Jtt is impermissible to use the claimed inven- 
tion as an instruction manual or "tempIaTe" 
to piece together the teachings of the pri or 
art so that the claimed invention is rendere d 

"~cj3vious^ This court ha s previously sTated_ 
that "[oJlTtrcaiitioi use hindsignt re construc- 
'" tion to pic k and cnoose among isolaTed', dis- 

"Uusures in ihe prior art to d eprecate ^ the 
claimed invention." " — 

Conclusion 

The decision of the Board affirming the 
Examiner's rejection of independent claims 
1,13, 24, and 29 of Fritch's application as 
unpatentable over the prior art under 35 
U.S.C. § 103 is reversed. Since dependent 
claims are nonobvious if the independent 
claims from which they depend are nonob- 
vious, the Board's affirmance of the rejection 
of dependent claims 2-7, 9-12, 14-23, and 30 
is also reversed. 17 

REVERSED 



Released June 25, 1992 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

1. Acquisition, assignment, and maintenance 
of marks — Acquisition through use — 
Priority of use (§305.0503) 

Practice and procedure in Patent and 
Trademark Office — Interpartes pro- 
ceedings — Opposition and cancellation 
— In general (§325.0305.01) 

Infringement; conflicts between marks — 
Likelihood of confusion — In general 
. (§335.0301) 

Opposer which uses mark "Rescue: 911" 
for its television show, which asserts that it 
has licensed use of mark on various merchan- 
dise items, and which seeks to oppose regis- 
tration of "911 Rescue Bars," for candy 
bars, must clearly indicate in its pleading 
whether its claim of likelihood of confusion is 
based upon its services or its collateral mer- 
chandise, or both, and whether it claims 
priority of use of its mark on its collateral 
merchandise. 



U.S. Patent and Trademark Office 
Trademark Trial and Appeal Board 
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Nos. 85,324.and. 85,330 
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. l *In re Gordon, 733 F.2d at 902, 221 USPQ 

at 1127. \_ 

"In re Gorman, 933 F.2d 982, 987, 18 
- USPQ2d 1885, 1888 (Fed. Cir. 1991). See also 

Interconnect Planning Corp. v. Feil, 774 F 2d 

1132,- 1 138, 227" USPQ 543, 547 (Fed. Cir. 

1985). 

" In re Fine, 837 F.2d at 1075, 5 USP02d at 
1600. 

* 17 In re Fine, 837 F.2d at 1076, 5 USPQ2d at 
1600 (citing Hartness Intl, Inc. v. Simplimatic 
Engg Co., 819 F.2d 1100, 1108, 2 USPQ2d 
1826 1831 (Fed. Cir. 1987)). See also In re 
Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 
(Fed. Cir. 1983) (when argued together, depend- 
ent claims stand or fall with the independent 

Claims frnm whirh tVi^v rUrx»n/n 



. Consolidated trademark oppositions no. 
85,324 and 85,330, by CBS Inc. against 
James V, Mercandante and Rose Marie 
Mercandante, d/b/a 91 1 Rescue Bar, appli- 
cations serial no. 74/076,762, filed July 9, 
1990, and 74/081,873, filed July 25, 1990, in 
which applicants counterclaim to cancel op- 
poser's pleaded registration. On opposer's 
motion to amend its answer to counterclaim, 
and on applicant's motions to strike oppos- 
er's affirmative defenses, and for judgment 
on the pleadings. Motion for judgment on 
pleadings granted in part. 

David S. Fishman, Windsor, Conn., for 
applicants. 

Marshall J. Nelson, Washington, D.C., for 
opposer. 

Before Sams, Rice, and Quinn, members. 
By the board. 

James V. Mercandante and Rose Marie 

\A 



the opposition, although EL's statement is not 
m me record. The district court denied AEF's 
request and held that "[t]he issue of estoppel 
is before the Trademark tribunal not this court 
If defendant believes that the plaintiffs should 
be prohibited from pursuing the Opposition 
acaon m the Trademark Office because of the 
result in this case, then defendant needs to 

. make that argument to the Trademark Office." 
[3] AEF says that district courts are given 

. Clear statutory authority over actions regard- 

isVi Q^fiT,^ ** istration P^ess under 
15 U.S.C. § 1119, which states that "p]„ any 
acuon involving a registered mark the court 
may determine the right to registration, order 
the cancelation of registrations, in whole or in 
part, restore canceled registrations, and other- 
wise rectify the register with respect to the 
registrations of any party to the action " AEF 
cites Avon Shoe Co. v. David Crystal, Inc 

fo 9 J- M t 01 ' 609 t125 USI *Q 6 ^ & Cir! 
= I960), which involved a dispute over the 

' P t S USC ° f * e " Ha ymakers" mark and 
j the defendant's use of the "Haymaker" mark 
I The Second Cir cuit affirmed the district 
i court s order directing the PTO to dismiss the 
plaintiff s opposition and grant the concurrent 
registration of defendant's mark. Id. at 614- 
16. This case is factually distinguishable from 
Avon Shoe, however, because the marks at is- 
sue are not the same. The issue in this case 
was whether AEF's activities infringed or di- 
luted EL's "Eagles" mark; the case did not in- 
volve AEF's rights in the "American Eagles 
Records" mark. While the district court may 
have had general authority under 15 USC 
§ 1119 to order the PTO to take action, it did 
not have the authority to decide issues regard- 
ing a mark that was not properly before it. See 
Old Dutch Foods, Inc. v. Dan Dee Pretzel & 
Potato Chip Co., 477 F.2d 150, 157 [177 
USPQ 496] (6th Cir. 1973) (directing the PTO 
to issue a concurrent registration to the defen- 
dant with limitations); Durox Co. v. Duron 
Paint Mfg. Co., 320 F.2d 882, 883, 885-86 
(138 USPQ 353] (4th Cir. 1963) (directing the 
10 ,ssue a registration for the plaintiffs 
mark after the plaintiff properly raised the is- 
sue of validity in the complaint); Massa v. 
Jiffy Prods. Co., 240 F.2d 702, 704 707 T112 
USPQ 241] (9th Cir. 1957) (directing the PTO 
to cancel the "Jiffy" mark for the plaintiff and 
award a registration for the same mark to the 
defendant). 



Purther, the prospect of dismissal of the 
PTO opposition was not : properly before the 
district court because AEF raised the issue for 
the first time m its motion for reconsideration 
AEF failed to raise the argument as a counter- 
claim to the infringement action. Hence ac- 
cording to. the procedural, posture of the case 
and by AEF's own admissions, its. argument 
for dismissal is not.based on the merits but on 
an estoppel theory. As the district court cor- 
rectly pointed out, estoppel issues are ordi- 
narily enforced by awaiting a second action in 
which they are . pleaded and . proved by the 
party asserting estoppel. The PTO, not.the dis- 
trict, court, must determine the. preclusive ef- 
fect of EL's statements. 

Even if the issue of estoppel was properly 
before the district court, however, in light of 
the PTO's expertise and the district court's 
failure to reach the merits of the underlying 
action in this case, the district court's decision 
was reasonable and not an abuse of discretion. 

///. CONCLUSION 
The district court adequately articulated its 
reasons for denying attorney's fees and costs 
applted the correct legal standard for "excep- 
tional" cases under 15 U.S.C. § 1117(a), and 
in its discretion denied AEF's request for at- 
torney's fees. The district court also did' hot 
abuse its discretion by refusing to dismiss the 
pending trademark opposition. ' ' 

Accordingly, the district court's decision is 
AFFIRMED. 

Ruiz v. A.B. Chance Co. 

U.S. Court of Appeals 
Federal Circuit 

No. 03-1333 

Decided January 29, 2004 

PATENTS 

[1] PatentabilityA^alidity - Obviousness 
— Combining references (§ 115,0905) 

Obviousness analysis requires court to as- 
sess invention as whole to determine whether 
there was suggestion or motivation to com- 
bine pnor art references, without engaging in 
improper "hindsight" determination, but find- 
ing of obviousness: does not, require existence 
or express, written motivation to combine in 
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prior art, since motivation to combine may be 
found .in nature of problem to be solved lead- 
ing inventors, to look to. references relating to 
possible solutions to that, problem. 

[2] : Patentability/Validity — Obviousness 
— Combining references (§ il5.0905) 

Patentabili ty/Validiry _; Obviousness — 
Commercial success (§ 115.0908) 

„ ' Federal district court did not clearly err in 
concluding that it would have been obvious to 
combine screw anchors of .prior art. method 
with metal brackets usedin priorart patents to 
achieve invention of patents for method of 
stabilizing or "underpinning" building foun- 
dations, even though there was no express 
written motivation to combine references in 
prior art, since each cited reference addresses 
exact same narrow problem of underpinning 
existing structural foundations, since there is 
evidence that prior artisans' work showed that 
screw, anchors worked better than straight 
push piers used in original metal bracket 
method, and that at was widely known at time 
of prior art that underpinning system requires 
means of connecting foundation to Ioad- 
beanng member, and since record supports 
court's discounting of defendant's commercial 
success as evidence of nonobviousness. 

Particular patents — General and me- 
chanical — Building stabilization 

5,139,368, Hamilton, Hoyt, Halferty, and 
Udom, method of underpinning existing struc- 
tures using screw anchors, judgment of inval- 
idity affirmed, • 

5,171,107, Hamilton, Hoyt, Halferty, and 
Udom, method of underpinning existing struc- 
tures using screw anchors, judgment of inval- 
idity affirmed. : 



dam on nonpatent claims, and at trial foun- 
that patents were infringed, but that pater 
claims at issue were invalid for obviousnes; 
Judgment of invalidity was vacated and re 
manded (57 USPQ2d 1161). On remand, di< 
tnct court again found claims invalid as obvi 
ous, and defendant appealed. Affirmed. " 

Prior decision:' 57 USPQ2d 1161. 

Matthew Rosenberg/ of. Blumenfelc 
Kaplan & Sandweiss, St. Louis, Mo., fo 
plaintiffs-appellees; 

John H. Quinn.m and Andrew B. Mayfielc 
of Armstrong. Teasdale, St. Louis fc 
defendant-appellant. 

Before Newman, Michel, and Rader, circu 
judges. f '•• 

Rader, J. 

On remand from this court's decision i 
Ruiz v. A.B: Chance: Company, 234 F3d 65 
57 USPQ2d 1161] (Fed. Cir. 2000) th 
United States District Court for the Easter 
District of Missouri found defendant-appellar 
A.B. Chance Company's (Chance) patente 
underpinning system obvious under 35 U S C 
§ 103. Because the district court made n 
clear error in its factual determinations cor 
cerning the motivation to combine the pric 
art teachings and the merit of Chance's as 
serted secondary' considerations, this court al 
firms. 



I. 



Appeal from the U.S ; District Court for the 
Eastern District of Missouri, Perry, J. 

Action by Richard Ruiz arid Foundation 
Anchoring Systems Inc. against A.B. Chance 
Co.. for declaratory judgment that defendant's 
patents are invalid and ; not infringed, and for 
discrimination pursuant to 42 U.S C § 1 98 1 
breach of contract, breach of implied duty of 
good faith and fair dealing, promissory and 
equitable estoppel, and : tortious interference 
with contract and prospective business rela- 
tions, in which defendant counterclaimed al- 
legmg infnngement of. its patents. District 
court, granted summary judgment for defen- 



Since about 1970- Chance has manufac 
tured screw, anchors, also called helical pien 
for use m supporting and stabilizing electrics 
transmission towers. Screw anchors are elon 
gated shafts with an earth-boring (screw) ti 
and a transversely extending load-bearin 
member, in 1988; Chance extended its expei 
tise in stabilizing slumping structures into th 
residential arid commercial building market; 
Chance used screw anchors with a met* 
bracket to underpin ' these building founds 
tions. The Chance underpinning metho 
places the screw anchor adjacent to the fool 
ing and rotates the screw anchor to bore be 
neath the footing. When resistance to rotatio 
of the screw anchor reaches a specified poin 
Chance attaches a metal bracket (designate 
as 30 in the Figure below) to the slouchin 
foundation to transfer the building load ont 
the screw anchor. The United States Pater 
and Trademark Office issued U.S/Patent No« 
5,139,368 and 5,171,107 to Chance in 199 
covering this screw anchor :system. Figure 5 i 
the '107 patent shows the technology: 




Appellees Richard Ruiz and his company 
Foundation Anchoring Systems, Inc. (collec- 
tively "Ruiz") became distributors for 
Chance's underpinning system. During :the 
early 1990s,, Ruiz also formed various other 
anchoring companies and marketed systems 
that competed with the Chance system: . In 
February. 1997, Chance, terminated Ruiz's dis- 
tribut6rship 0 Thereafter, ; Ruiz began marketing 
an underpinning system with- screw anchors 
and ^ metal brackets . , This new system . used, 
components from other manufacturers! . Ruiz 
filed suit against Chance in August of that 
same year alleging various non-patent claims, 
including discrimination, breach, of contract, 
tortious interference with contract and. busi- 
ness relations, and breach of fiduciary duty of 
good faith and fair dealing. Ruiz also filed for 
a declaratory judgment that its new underpin- 
ning system , does: not infringe Chance's pat- 
ents and that the patents are invalid.- Chance 
filed a counterclaim for patent infringement. 

The validity question focuses on several 
prior art references. During the late 1980s, Ri- 
chard Fuller and StanRupiper used screw an- 
chors for underpinning existing structural 



foundations. Fuller and'Rupiper used a con- 
crete haunch, not a metal bracket, to transfer 
the load of the foundation to the screw anchor 
(the "Fuller-Rupiper method"). Gregory's 
U.S. Patent Nos. 4,911,580 and 4,765,777 
claim ah apparatus and' system for underpin- 
ning structural foundations using a push pier 
and a metal bracket. In the Gregory system, 
the metal bracket transfers, the foundation load 
to' the push pier, which is driven into the 
ground to supply the necessary foundational 
support. The push pier relies on soil friction to 
supply that support: Figure 6 of the '580 
patent shows this technology: 1 ■ 




The scope of the claims : in this case is not 
at issue in this appeal, because- the parties 
agree that the claims are infringed or invali- 
dated by the use of a screw anchor in conjunc- 
tion with a metal bracket to underpin a foun- 
dation. Additional information concerning' the 
claims and the other aspects of this case ap-' 
pear in r this court's opinion in Ruiz v. A.B. 
Chance Co., 234 F.3d 654 [57 USPQ2d 1161] 
(Fed. Gir. -2000). Exarnination of the- prior art ■ 
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shows that, the Fuller-Rupiper method dis- 
closes the screw anchor component of the 
S s = * e Gr W W discloses Z 
metal bracket component in the claims. Thus, 
this appeal is properly focused on the motiva^ 

anv T„ C °a mt 111086 things, as well as 
any . secondary considerations that might in- 
rorm the obviousness analysis. 
The district court granted summary jude- 

• £rl in f aVOr ° f Chance on 311 of Ruiz', no!- 
• patent claims ,n April 1999. On the patent 
claims, the district court held a Markman 

tri a Tr g H t0 M° n l trUe the claims and a-b2S 
TJlZ JlJ* °? issues of inttngement and 
validity^ At the t.me of trial, the scope of the 

67nffh p n ^ B Wed l ° f ° CUS ° n elaims W and 
r * patent and claims M and 6-8 

of the '107:patent. After the trial, the district 
court entered its judgment from the bench that 
lT S P ro f« ^ges the patent claims to 
he tune of $540,000 in damages. Nonethe 
less, the trial court determined that the claims 
are invalid ^.35 U.S.C. § 103 in light of 
method 68017 PatentS md FuIler -R«Piper 
This court heard the appeal from that judg- 
ment and affirmed every holding of the district 
court except the finding of obviousness In 

£"\ 234 K F , 3d at 66 °' th * cou " remanded th'e 
case to the district court for further examinT 
tion of obviousness. This, court issued the fol- 
lowing instructions: 

On remand, we instruct the district court to 
make specific Grdharh findings on: 1) the 
reason, suggestion, or motivation present in 
the poor , art, in the knowledge of one of 
skill in the art, or in the problem of founda- 
tion settling which clearly and particularly 
would lead one of .ordinary skill in the art 
to combine screw, anchors with metal 
brackets; 2) the level of ordinary skill in the 
art; and 3) whether, and to what extent evi- 
dence of secondary consideration, , such as 
commercial success, long felt but. unre- 
solved need^-failure of others, copying and 
unexpected results, is probative in the obvi- 
ousness analysis. 
Id. . ' : ' 



The district court invited additional briefing 
and oral argument oh the remand issues. Hav- 
ing reconsidered the evidence of the case the 

S C ° U ? 3gain f0Und the relevant claims 
nvahd as obvious and issued an opinion out- 
lining its factual findings according to this 
court s mstructions. Of particular significance 
the distnct court found the motivation to com- 
bine the teachmgs of the Gregory patents and 



the Fuller-Rupiper method in the nature of the 
exJlSng 0 . U " deip : innili g foundations itself, 

The Rupiper method and the Gregory 
patent can be combined in either of two 
ways to reach the same result as the method 
covered by the patents in issue here: by re- 
placing the concrete haunch of the Rupiper 
method with the bracket of the Gregory 
patent, or by replacing the straight piling of 
the Gregory patent with the screw, anchor of 
the Rupiper method. The evidence in this 
case showed that there was reason, sugges- 
tion or motivation to make these combina- 
tions. . . . The problem is the same: how to 
underpin an unstable foundation of an exist- 
ing building. 

nn3? e d j Str L Ct C0Urt 3180 ^counted Chance's 
proffered objective evidence of commercial 

w'fi S n" d l ke P ticism of experts as weak. 
f.w 1 ^' ^ district c ourt found that the 
alleged skepticism of Chance's system bv 
Rupiper was merely an acknowledgement that 

fnSSTk 8 C0 . nCrete haUnch worked better than 
fn^TK aCket m J9 ismic ^as, such as Cali- 
fornia. The record indeed does not show that 
Rupiper doubted that Chance's system would 

atti n e fr h eraL addi *».'tk district court 
attributed Chance's commercial success to its 
background and experience in screw anchors . 
rather than any inventivejeatures of the screw 
anchor-metal bracket system as a . whole. 

diS?™ n rt ° W again ' ar « uin g 

' TP f- lt dld in its ori g ina l judgment, 

employed, hindsight to find obviousness^ 
cifically, this appeal involves two challenges 
S; dls { ric tcourt's obviousness determiL 
toon. 1) whether the district court clearly erred 
n finding an implied motivation to combine 
*e prior art teachings in the nature of the 
SS-if 1 ? f "."^nning existing foundations, 
and 2) whether the district court clearly erred 
in discounting Chance's evidence of second- 
ary considerations. Jurisdiction over this ap- 
peal !s proper under 28 U.S.C. § 1295. 

II. 

A patent may not be obtained . . . if the dif- 
ferences between the subject matter sought 

to be patented and the prior art are such that » 
the subject matter as a whole would have 
been obvious at the time the invention was 
made to a person having ordinary skill in 
the art to which said subject matter pertains . 
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j The record also supports tile district court's 
conclusion that ' artisans knew that a founda- 
tion underpinning system requires a r means of 
connecting the foundation to the load-bearing 
member. The Gregory patents teach the use of 
a metal bracket to connect" a foundation to a 
straight pier, and testimony at trial showed 
that the need for a connecting; element was- 
widely known. "Thus," thejdis'trict court could 
.properly ' r conclude/^n ^^ record; without be- 
ing clearly , in error, that ' a riersori of ordinary 
skill would be led to combine the screw an- 
chor 'in the Fuller-Rupiper method with the 
metal, bracket in the Gregory system to under- 
pin an existing building foundation.. 

This record, it .is true, does not feature an 
express written teaching in the art to make this 
combination. On this record, however, that is 
not fatal to. the district court's obviousness de- 
termination. As noted. earlier, ".{his court has re- 
peatedjy stated that the motivation to combine 
the teachings in the prior art may "come from 
the nature of a problem to be solved, , leading 
inventors to look to references relating to pos- ' 
sible "solutions tb that problem." Pro~M6ld> 75 
F.3d at 1573. The district court in this case ap- 
plied that settled law. The -district court, sitting 
as a finder of fact, weighed the evidence and 
found; that! 'because the prior art references ad- 
dress the; narrow problem of underpinning ex- 
isting building foundations, a person seeking 
to solve that exact same problem would con- 
sult the references and apply their teachings 
together. Thus the district court's conclusion is 
perfectly legitimate when the evidence sup- 
ports it, as it does here. . 

■ Chance -s argument amounts" to little more 
than its own' alternative view of the evidence: • 
While the record does contain some evidence 
against the district court's finding, such evi- 
dence is not overwhelming by any means. In 
addition; the district court in this case did not 
simply discount all contrary evidence and bol- 
ster -a oueager amount "of evidence to reach a 
preformed conclusion. -In fact, the district 
court discounted and discredited some testi- 
mony that actually supported its ultimate con- 
clusion. For instance; the trial court dismissed 
the testimony 6f Robert Jones, a : Chance dis- 
tributor, that he -would have made the combi- 
nation. The. district court declined to credit 
Mr, Jones' testimony because he exhibited far 
more than an ordinary level of skill in this art. 
The . trial court's careful consideration of Mr. 
Jones' evidence shows further that it per- 
formed a detailed and reasoned analysis of the 
evidence, rather than a conclusion-oriented 
discussion that typically accompanies a hind- 



sight analysis; Ih short, the record-in this c 
does not approiach the 1; evidence necessary 
leave this court with a firm conviction that 
district court committed clear error in its 1 
tual finding of '■ a motivation id 1 combine 
Fuller-Rupiper and Gregory teachings. 

Finally/ the record also supports the dist 
court's discounting of Chance's evidence 
secondary considerations. The record : suppc 
the trial court's finding that any comnien 
success 1 was not' due to"' Chance's "allej 
unique combination, but rather due 
Chance's experience with screw anchors. cc 
bined with being the first large, screw anc 
manufacturer to enter the underpinning it. 
ket. The district court , did not . clearly erf 
reaching , this conclusion," nor in conclud 
that the evidence of skepticism was weak. 

ni. . v ; / 

Based on the above . analysis, this cc 
holds that the district court did not clearly 
in -finding a, motivation to. combine, the pi 
art references in the nature of the problerr 
issue. In addition, this court holds that the c 
trict court did not clearly err in discount 
Chance's evidence of secondary consid 
ations. Accordingly, this court affirms 
judgment of the district court- 

COSTS 

Each party shall bear its own costs: 
AFFIRMED . , 
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PATENTS •■ 

[1] Infringement — Defenses — Estopp 
laches (§ 120.1103) 

Accused infringer moving for summ; 
judgment that infringement claim is. barred 
laches has not provided affirmative evidei 
that patentee's delay of three and one-h 
years in filing suit was unreasonable, sir 
such delay is not excessive on its face, a 
since, in undertaking reexamination of 



